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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Ejctensions of time may be available under the provisions of 37 CFR 1, 136(a). In no event, however, may a reply be timely filed 
after SIX (6) MDNTHiS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, thp maximum statutory period v^ill apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended psriod for reply will, by statute, cause the application to becorii© ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than t'lree months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 ,704(b). 

Status 

Responsive to communication(s) filed on 06 October 2003 . 
2a)ISl This action is FINAL. 2b)n This action Is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the nnerits is 

closed in accordance with the practice under £"x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [EI Clainn{s) 1-19 and 21-30 is/are pending in the application. 

4a) Of the above clainn(s) 1-11 and 15-18 is/are withdrawn from consideration. 

5) 0 Claim(s) Is/are allowed. 

6) [El Claim(s) 12-14,19 and 21-30 is/are rejected. 

Claim(s) is/are objected to. 

8) IEI Claim(s) 1-19 and 21-30 are subject to restriction and/or election requirement 
Application Papers 

9) 0 The specification Is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 36 U.S.C. §§ 119 and 120 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

aOAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the cert:ified copies not received. 

13) n Acknowledgment Is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 
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DETAILED ACTION 

Election/Restrictions 

1. This application contains claims 1-11 and 15-18 drawn to an invention nonelected with 
traverse in Paper No. 8, filed April 8, 2003. A complete reply to the final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1.144) See MPEP 

§ 821.01. 

Claim Objections 

2. Applicant is advised that should claim 22 be found allowable, claim 25 will be objected 
to under 37 CFR 1 .75 as being a substantial duplicate thereof When two claims in an 
application are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to object to the other 
as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 VSC § 112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claim 28 is rejected under 35 U.S. C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
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the inventor(s), at the time the application was filed, had possession of the claimed invention. 
The applicant has added the limitation "free of molybdenum" in claim 28 and points to the 
examples as support for the amendment. The examiner notes that the examples merely show 
examples that do not have molybdenum. There is no explicit support for the limitation, nor is 
Mo positively recited in a list in which it may be omitted. The mere absence of a limitation 
alone in the specification is insufficient to provide support for a negative limitation, see MPEP 
2173.05(1). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the inventioii is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Shepard 2,936,229 in view of DuBois 5,234,510 

6. Claims 12-14, 19, 21-26 and 28-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shepard 2,936,229 (Shepard) in view of DuBois 5,234,510 (DuBois; cited on 
IDS filed November 20, 2001). 

Shepard teaches a spray weld process wherein a ferrous metal substrate is sprayed with a 
powder, heated and atomized (col 1, lines 37-59; col 4, hnes 48-58; col 6, lines 19-36) wherein 
the nickel-based powder composition comprises concentrations of nickel, copper, iron, carbide 
forming element, boron, silicon and carbon that overlap the instantly claimed compositions, as 
instantly claimed in claims 12-14, 19, 21-26 and 28-30 (col 2): 
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■Soaie otte spsray-weld alloys ;of tk& boron, ^ckel type, 
wMch Iia^e been found suitable; lor tbe s-pray-wld ^rac- . 
ess^ are listed in the: follomag fabib, the amcnjiits m&j^^ 
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Shepard fails to meet all the limitations of the instant claims in that Shepard does not 

explicitly teach the exact compositional ranges or the inclusion of phosphorous. 

DuBois teaches that the inclusion of 0.5-4.5% phosphorous (col 2, line 29) in nickel- 
based powder coating compositions for ferrous metal substrates provides various advantages (col 
2 - col 3): 

■65 The i$se of phosplicTOi^- in ^thc present liiveniion in 
the ranges ciled is critical f.o provide tlieiiovel suilkciiig 
alloys of the ps-m^nt m^tml<m^ Tfie phospliorous uti- 
Iked m tlie p^resent inventioii may be in th^ totm of a 
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BNi-6- braze mat^jri^ such as a WslJ Colmotioyj Nlcro- 
brgt^ ® lO^gonstkuent whicfc include a laommal compo- 
sition of 1 1% phosphorous, a sf^imum ot Q.06% car- 
ina ai^d with the balance Isemg jiickeL The phmpho^ 
torn Gcmimt of the present mv^ntion provide an imtial 5 
low melt phase to the present alloy £:omposition which 
improve the pro|>erty of cold wetting of substrates 
auch as aluminum IjToiiae anil east ifim. The phospho- 
Tom also acts as a Olix m the pr^nt invanliDn, The 
phosphofoi^ is a criiical coHstltu^ of the preset la- J0 
vmtion In that it splmantiaJly eliimnates the fonssiioE 
of boro silicat-es In the fm^ suifacmg ^co^itlng when 
fbrmed OSS a saljstrate, Without wtsMng to be bo^ind by 
theory, it Is believed thM the phosphoroiiSi havmg a 
greater atffimty for oxygea than either silicon or' boron, 1.5^ 
acts to mhibit the Ibrmatlcm of oxld^ of sllii^on and 
boron which are th& predecessors of the bom silicates. 
Thm^ by the addition of phosphojrOBS m the msges 
recited undesirable boro silicate formatloji is substan- 
tially reduced. 20. 

With respect to the concentration of the nickel-based alloy composition, one of ordinary 

skill in the art at the time the invention was made would have considered the invention to have 

been obvious because the nlloy taught by the reference has a composition which overlaps that of 

the instant claims. In re Peterson . 65 USPQ2d 1379, In re Malagari . 182 USPQ 549, and MPEP 

2144.05. 

With respect to the inclusion of phosphorous in the composition, one of ordinary skill in 
the art at the time that the invention was made would have found the inclusion of phosphorous 
into the composition of Shepard obvious because one of ordinary skill would have been 
motivated to provide Shepard with the desirable properties from phosphorous taught by DuBois, 
including initial low melt phase, improved cold wetting for cast iron (as claimed in claim 12), 
action as a flux, and substantial elimination of undesirable borosilicates (DuBois: col 3, lines 5- 



20). 
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Tour 2,875,043 in view ofDuBois 5,234,510 

1. Claims 12-14, 19, 21-27 and 29-30 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Tour 2,875,043 (Tour) in view of DuBois 5,234,510 (DuBois; cited on IDS 

filed November 20, 2001). 

Tour teaches a spray v^^eld process wherein a ferrous metal substrate is sprayed with a 

powder, heated and atomized (col 1, lines 34-59; col 5, lines 23-40) wherein the nickel-based 

powder composition comprises concentrations of nickel, copper, iron, carbide forming element, 

boron, silicon and carbon that overlap the instantly claimed compositions, as instantly claimed in 

claims 12-14, 19, 21-27 and 29-30 (col 3): 

' Spray-wsMIng allocs Is accor^aece witH .tb-& Imrn" 
fion may Oius compiise Si: 1-6% and prafembly 4-5^; 
B: ana preferably 3.5-4.5%; Cr:.0-20^; Ce: 

3-g% and-prefersbl? 5-^%* Mo-: S-IO^ and pre^mbly 
4.5-5,5%? Mance M plus impurlllcs, WhM l3£ts bebn 
s&td abo^i 3^ co^iinectfeiS: tliie .prlctf art allocs of 
■fc %ofoa-silicQ3i-5ilcfee! type regarding impudfe and/or 
aJdltlves and ^pscklly ■■c&rboa 'smd fs?ee iroea^ applies ^ 

■ ;Ts^^cal ^componfiiit raasges of alla^^ m aecofdatiee 
wllk ilie iav^a^oa are -exempted in the- folo^^is tables 



C12:-. 

Mo. 



I- Si 

0-20: 

■9-1 



4^ 



0-a 



■ fr-S 



Bfelaitcs l&E0ca^;:5?L . . . . ■ . ■ 

Tour fails to meet all the limitations of the instant claims in that Tour does not explicitly 
teach the exact compositional ranges or the inclusion of phosphorous. 
DuBois teaches as set forth in paragraph 6, above. 
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With respect to tJie concentration of the nickel-based alloy composition, one of ordinary 
skill in the art at the time the invention was made would have considered the invention to have 
been obvious because the alloy taught by the reference has a composition which overlaps that of 
the instant claims. In re Peterson . 65 USPQ2d 1379, In re Malagari . 182 USPQ 549, and MPEP 
2144.05. 

With respect to the inclusion of phosphorous in the composition, one of ordinary skill in 
the art at the time that the invention was made would have found the inclusion of phosphorous 
into the composition of Tour obvious because one of ordinary skill would have been motivated 
to provide Tour with the desirable properties from phosphorous taught by DuBois, including 
initial low melt phase, improved cold wetting for cast iron (as claimed in claim 12), action as a 
flux, and substantial elimination of undesirable borosilicates (DuBois: col 3, lines 5-20). 

Response to Arguments 

8. Applicant's arguments filed October 6, 2003 have been fully considered but they are not 
persuasive. Claims 1-19 and 21-30 remain pending in this application. Claims 1-1 1 and 15-18 
have been withdrawn for being drawn to a non-elected invention. The rejections made in the 
previous Office Action have been maintained and have been applied, as appropriate, to the newly 
presented claims 21-30. 

9. With respect to applicant's argument that Shepard fails to teach the composition instantly 
claimed (page 9-10 of applicant's response), the argument is not found persuasive. The 
examiner maintains that the composition taught in the Table (i.e. upper Table) in col 2 of 
Shepard teaches a composition that overlaps the composition instantly claimed. The applicant 
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points to col 2-4 of the Table, but the examiner notes that at least col 1 teaches the overlapping 
composition, see MPEP 2144.05. The teachings of Shepard are not limited to the compositions 
in col 2-4 of the Table. Therefore, applicant's argument is not found persuasive. 

10. With respect to applicant's argument that the reference teaches away from the claimed 
composition (page 10 of applicant's response), the argument is not found persuasive. Although 
the composition in the table is cited as having some defects, col 3, lines 58-63 recites that it is the 
compositions in the Tables that is used, wherein aluminum is added to that composition. It is 
noted that aluminum is not precluded from the composition instantly claimed because the claims 
use an open transitional phrase, see MPEP 21 1 1 .03. Therefore, the applicant's argument is not 
found persuasive. 

11. With respect to applicant's argument that one of ordinary skill in the art would not find 
the combination of Shepard and DuBois obvious because there is no motivation (pages 10-12 of 
applicant's response), the argument is not found persuasive. The examiner maintains that one of 
ordinary skill in the art would have been motivated for the reasons set forth in the previous 
Office Action (paragraph 6): 

With respect to the inclusion of phosphorous in the composition, one of ordinary skill in 
the art at the time that the invention was made would have found the inclusion of 
phosphorous into the composition of Shepard obvious because one of ordinary skill 
would have been motivated to provide Shepard with the desirable properties from 
phosphorous taught by DuBois, including initial low melt phase, improved cold wetting 
for cast iron (as claimed in claim 12), action as a flux, and substantial elimination of 
undesirable borosilicates (DuBois: col 3, lines 5-20). 
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The applicant argues that the broad ranges of DuBois are critical to the invention taught therein 
and therefore fails to suggest the use of phosphorous in the alloys of Shepard. The argument is 
not persuasive because the criticality mentioned in DuBois does not preclude the ingredients in 
Shepard, but rather requires the elements disclosed therein to get the beneficial results such as 
low melt phase, improved cold wetting for cast iron (as claimed in claim 12), action as a flux, 
and substantial elimination of undesirable borosilicates. One of ordinary skill in the art would 
fmd the beneficial results desirable for the alloys of Shepard. It is further noted that the nickel 
alloy to which the phosphorous is added can be any number of known nickel sources (col 2, lines 
36-37). Therefore, applicant's arguments are not found persuasive. 

12. With respect to applicant's argument that Tour fails to teach the composition instantly 
claimed (page 12 of applicant's response), the argument is not found persuasive. The examiner 
maintains that the composition taught in the Table in col 3 of Tour teaches a composition that 
overlaps the composition instantly claimed. The appUcant points to col 2-4 of the Table, but the 
examiner notes that at least col 1 teaches the overlapping composition, see MPEP 2144.05. The 
teachings of Tour are not limited to the compositions in col 2-4 of the Table. Likewise, 
applicant's citation of Tour's examples 1-4 is not persuasive because Tour is not limited to the 
preferred embodiments. Tour teaches an overlapping composition in the Table in col 3. 
Therefore, applicant's argument is not found persuasive. 
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13. With respect to applicant's argument that one of ordinary skill in the art would not fmd 
the combination of Tour and DuBois obvious because there is no motivation (page 13 of 
applicant's response), the argument is not found persuasive for substantially the same reasons set 
forth above in the explanation with respect to Shepard in view of DuBois (paragraph 1 1). 

14. With respect to the newly presented claims, the rejections above have been amended to 
apply to the newly presented claims, as appropriate. Specifically, claim 26 has been rejected 
because both Shepard and Tour teach compositions that include chromium in an amount that 
overlaps the amount claimed. With respect to claim 27, a rejection over Shepard has not been 
applied because of Shepard's required inclusion of aluminum; however, a rejection over Tour 
has been maintained. With respect to claim 28, the claims have rejected over Shepard but not 
Tour because Mo is not required in Shepard and is required in Tour. With respect to claim 29, 
the claim has been rejected in view of both Shepard and Tour because the references teach a 
carbide forming agent being chromium and in an amount that overlaps the instant claims. 
Likewise, claim 30 has been rejected because the references teach a carbide forming agent in an 
amount that overlaps the amount instantly claimed. 

Conclusion 

15. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew L Oltmans whose telephone number is 703-308-2594. 
The examiner can normally be reached from 7:00 am to 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 703-308-1 146. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 




-Mdrew L. Oltmans 
Patent Examiner 
Art Unit 1742 



Alo 

December 16, 2003 



